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REMARKS 

I. Status of the Claims 

Claims 12, 15, 25, 36, 39, 52, 71, and 73-75 are pending. Claims 9-11 and 13- 
14 have been cancelled in this amendment. Claims 12, 25, 36, 52, and 71 have been 
amended to be in accord with independent claim 73, upon which they depend. Support 
for new claim 73 can be found in original claims 9-1 1 and the specification at page 5, 
lines 17-19. Additionally, claim 73 specifically claims "quaternized non-hvdroxv 
celluloses" in addition to "quaternized hydroxyethylcelluloses." While original claim 9 
was directed to both non-hydroxy and hydroxy celluloses, as "quaternized celluloses" 
includes both, the language of claim 73 now explicitly makes that distinction. Support 
for new claims 74 and 75 can be found respectively in claims 60 and 61 , as originally 
filed. No new matter has been introduced by these amendments, nor do the 
amendments raise new issues or necessitate the undertaking of any additional search 
of the art by the Office. These amendments are made without prejudice or disclaimer, 
and Applicants expressly reserve the right to pursue the subject matter cancelled herein 
in a continuation application. 

II. Preliminary Matters 

While it is not necessary to resubmit the entire amendment document (pursuant 
to M.P.E.P. §713.04), in addition to supplying the corrected section of the Amendment 
in response to the Notice of Non-Compliant Amendment, Applicants are re-submitting 
the portions of the Amendment properly submitted in the Amendment filed June 27, 
2005, for the Office's convenience. Where applicable, Applicants have corrected 
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references to the pending claims based on the cancellation of claim 9 and addition of 

new claim 73 as set forth above. 

III. Rejections Under 35 U.S.C. § 112 Second Paragraph 
A. Claims 9-15, 25, 36, 39, 52, and 71 

The Office has rejected claims 9-15, 25, 36, 39, 52, and 71 under 
35 U.S.C. § 112, second paragraph, as allegedly being indefinite for failing to 
particularly point out and distinctly claim the subject matter which Applicants regard as 
the invention. (Office Action, p. 2) Although claims 9-11, 13 and 14 have been 
cancelled and claims 73-75 added, Applicants respectfully traverse this rejection insofar 
as it applies to the currently pending claims. 

The Office alleges that the two choices in claim 9, "quaternized celluloses" and 
"quaternized hydroxyethylcelluloses" are "not mutually exclusive." (Office Action at 
p. 2.) Although Applicants do not agree with the Office and believe that this language 
does not render the claims indefinite as the metes and bounds of the claims are clearly 
set forth as required (see, e.g., M.P.E.P. § 2173.05(d)), in the interest of advancing 
prosecution, Applicants have added new independent claim 73, which distinguishes 
between "quaternized non-hydroxy celluloses" and "quaternized 
hy d roxy et hy Ice 1 1 u I oses . " 

The Office also alleges that "there is no nexus between the preamble and the 
body of the composition claim since there is no oxidizing component in the claimed 
composition." (Office Action, p. 2) Applicants have added new independent claim 73, 
which includes at least one oxidizing agent. 
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The Office also alleges that the phrase "containing at least 8 carbon atoms," as 
twice used in claim 9, is open-ended and renders the claim indefinite. While Applicants 
believe that the absence of an upper limit on the number of carbon atoms in these 
compounds does not render the claim indefinite (see, e.g., M.P.E.P. § 2173. 05(t)), in the 
interest of advancing prosecution, Applicants have added new independent claim 73, 
which states that the groups contain "from 8 to 30 carbon atoms." 

Applicants respectfully submit that the amendments obviate each reason for 
rejection proffered by the Office. Accordingly, withdrawal of this rejection is respectfully 
requested. 

B. Claims 12-15 

The Office has rejected claims 12-15 under 35 U.S.C. § 112, second paragraph, 
as allegedly being redundant because they do not further limit the claim. (Office Action, 
p. 3) Although claims 13 and 14 have been cancelled, Applicants respectfully traverse 
this rejection insofar as it applies to claims 12 and 15. 

First, Applicant's note that this rejection is improper due to the failure to 
specifically set forth a basis for the rejection. Second, although the Office improperly 
fails to explain the basis for this rejection, based on the prosecution of the parent 
application, Applicants presume this rejection is due to the Office's contention in the 
parent application that "human keratin fibres" does not further limit the claims directed to 
"keratin fibres." If that is the case, Applicants disagree. Claims 12 and 15 do in fact 
further define the "keratin fibres" of the claims on which they depend as "human keratin 
fibres." The further definition and claiming is consistent with the well-known fact that 
"keratin fiber" is a term that broadly encompasses human fibers as well as those of 
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other "vertebrate animals" and furs of non-living animals. "Hawley's Condensed 

Chemical Dictionary," (14 th Ed., 2001) p. 641 (attached at Exhibit 1). "Keratin" is defined 

broadly as an insoluble protein, and includes softer keratins, such as skin, wool, hair, 

and feathers, and harder types, such as nails, claws, and hoofs. See id. Thus "keratin 

fibers" is not limited to human fibers, and certainly not human hair. 

For these reasons, Applicants respectfully request that this rejection be 
withdrawn. 

C. Claim 52 

Finally, the Office has rejected claim 52 as allegedly redundant because 
according to U.S. Patent No. 5,735,908, the polymers of claim 9 fall under the definition 
of those in claim 52. (Office Action, p. 3) Applicants disagree. Claim 52 is directed to 
additional cationic or amphoteric substantive polymers. New independent claim 73 is 
open-ended; therefore, the disclosed oxidizing composition may contain additional 
elements. Whether or not cationic or amphoteric substantive polymers fall within the 
"cationic amphiphilic polymers" of claim 73 is irrelevant. For this reason, Applicants 
respectfully request that this rejection be withdrawn. 

IV. Double Patenting 

The Office has stated that should claims 9 and 10 be found allowable, claims 12- 
15 will be objected to as being substantially duplicative of the allowed claims. (Office 
Action, p. 3). Although claims 13 and 14 have been cancelled, Applicants disagree and 
respectfully traverse this rejection insofar as it applies to claims 12 and 15 for 
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substantially the same reasons provided above, e.g., claims 12 and 15 define 

patentably distinct subject matter. 

Again, Applicants submit that each claim further defines the keratin fibers for 

which the dye is prepared. Applicants have established that claims 12 and 15 differ 

from and, thus, are not substantial duplicates of the claims from which they depend. 

For these reasons, Applicants respectfully request that this objection to the claims be 

withdrawn. 

V. Rejection Under 35 U.S.C. § 102(b) 

The Office has rejected claims 9-15, 25, 36, 39, 52, and 71 under 35 U.S.C. 
§ 102 as allegedly anticipated by U.S. Patent No. 5,135,748 to Zeigler et ai ("Zeigler"). 
(Office Action, p. 4.) Although claims 12, 25, 36, 52, and 71 have been amended, 
claims 9-11 and 13-14 canceled, and claims 72-75 added, Applicants respectfully 
traverse this rejection insofar as it applies to the currently pending claims. 

As has often been made clear by the Federal Circuit, anticipation requires that 
each and every claim limitation be met by a single reference. Glaxo v. Novopharm, Inc., 
34 U.S.P.Q.2d 1565 (Fed. Cir. 1995). Moreover, the reference must clearly and 
unequivocally disclose the claimed composition to one of ordinary skill in the art "without 
any need for picking, choosing and combining various disclosures." In re Arkley, 172 
U.S.P.Q. 524, 526'(C.C.P.A. 1972). 

The Office asserts that Example 1 of Zeigler discloses "a composition comprising 
Quadrisoft LM-200, which is a quaternized hydroxyethylcellulose polymer comprising a 
fatty acid lauryl chain which contains 12 carbon atoms." (Office Action, p. 4.) This 
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rejection is obviated by new claim 73, which has "at least one oxidizing agent," because 

as set forth above, Zeigier does not disclose an oxidizing agent. Therefore, Zeigler 

cannot anticipate the amended claims. Accordingly, withdrawal of this rejection is 

respectfully requested. 

VI. Rejection Under 35 U.S.C. S 103 

The Office has also rejected claims 9-15, 25, 36, 39, 52, and 71 under 35 U.S.C. 
§ 103 as allegedly obvious over FR 2,717,383 and its U.S. equivalent U.S. Patent 
No. 5,735,908 to Cotteret et al. ("Cotteret"). (Office Action, p. 4.) Although claims 12, 
25,36, 52, and 71 have been amended, claims 9-11 and 13-14 canceled, and claims 73- 
75 added, Applicants respectfully traverse this rejection insofar as it applies to the 
currently pending claims. 

To establish a prima facie case of obviousness, certain basic criteria must be 
met, including a suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, of the proposed 
modification or combination of references teachings. Also, there must be a reasonable 
expectation of success in the modification or combination. In the present case, the 
Office has not set forth a prima facie case of obviousness because the Office has not 
established that Cotteret would suggest the presently claimed invention to the skilled 
artisan nor does the art provide a reasonable expectation of success. 

The Office asserts that Cotteret teaches the use of a hydroxyethylcellulose 
quaternary ammonium polymer having an alkyl group containing 12 carbon atoms 
mixed with oxidizing agents for use in hair dyeing compositions. (Office Action at p. 5.) 
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The Office concedes that Cotteret does not provide a working example of the claimed 

polymer in a composition, but asserts that it would have been obvious to the skilled 

artisan to substitute the Quadrisoft LM 200 disclosed in the specification for the Mirapol 

which is combined with hydrogen peroxide in example 2. {Id.) Alternatively, the Office 

asserts that it would have been obvious to the skilled artisan to form a composition 

comprising only the oxidizing agent and polymer in view of Cotteret's disclosure that the 

two components may be combined to form a composition without the dye component. 

(Id.) Applicants respectfully disagree. 

"Some motivation to select the claimed species or subgenus must be taught by 

the prior art." M.P.E.P. § 2144.08. Cotteret discloses a large genus of cationic and 

amphoteric substantive polymers, which includes the disclosure of numerous polymers 

by reference (col. 3, In. 34 to col. 4, In. 55). In contrast, the claimed invention is directed 

to a class of cationic amphiphilic polymers. It is well-known that not all "cationic and 

amphoteric substantive polymers" as taught in Cotteret are "cationic amphiphilic," as 

claimed. Likewise, not all "cationic amphiphilic polymers" are "cationic and amphoteric 

substantive polymers." Cotteret does not provide any guidance that would lead the 

skilled artisan to the particular polymers of the present invention. Indeed, the cationic 

amphiphilic polymers of the present claims are not even among the "especially 

preferred polymers" of Cotteret. (Col. 3, In. 65 to col. 4, In. 55.) Moreover, as stated 

above, the Office concedes that there are no working examples using the presently 

claimed polymers. (Office Action at p. 5.) While the Office asserts that the skilled 

artisan could substitute the Quadrisoft LM 200 disclosed in the specification for the 

Mirapol in example 2, the Office does not point to any suggestion in the reference that 
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would lead the skilled artisan to select Quadrisoft LM 200 from the large genus of 

polymers disclosed for the substitution. 

The Federal Circuit has repeatedly warned that the requisite motivation must 
come from the prior art, not applicant's specification. In re Dow Chem. Co., 837 F.2d 
469, 473, 5 U.S.P.Q.2d 1529, 1531-1532 (Fed. Cir. 1988) ("[t]here must be a reason or 
suggestion in the art for selecting the procedure used, other than the knowledge learned 
from the applicant's disclosure."). Using an applicant's disclosure as a blueprint to 
reconstruct the claimed invention from isolated pieces of the prior art contravenes the 
statutory mandate of section 103 of judging obviousness at the point in time when the 
invention was made. See Grain Processing Corp. v. American Maize-Prods. Co., 
840 F.2d 902, 907, 5 U.S.P.Q.2d 1788, 1792 (Fed. Cir. 1988). 

Nothing, other than the present disclosure, provide the required motivation to 
arrive at the claimed invention. For example, the present specification teaches that the 
amphoteric substantive polymers act as thickeners and provide better localized 
application of the oxidation dye composition. (See specification at p. 2, In. 15 to p. 3, 
In. 6.) Cotteret does not provide any guidance or suggestion regarding this property. 
Thus, one skilled in the art would not be led to select the claimed polymers from the 
long list in Cotteret to achieve an oxidation dye composition with better localized 
application. 

In the absence of a suggestion or motivation to arrive at the presently claimed 
invention, the art does not render the present claims obvious. 

Additionally, the Office has not set forth any evidence of a reasonable 
expectation of success in making the proposed combination. At best, the prior art 
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individually discloses various elements of the presently claimed invention. Only in 

hindsight after reviewing the present application could it have been obvious to one with 

the cited reference before her to have selected a particular cationic amphiphilic polymer 

from the disclosed cationic and amphoteric substantive polymers for combination with 

an oxidizing agent in the claimed manner with any reasonable expectation of success. 

The Office, however, may not pick and choose among isolated disclosures in references 

to defeat patentability of a claimed invention after seeing the blueprint the claimed 

invention provides. Such picking and choosing amounts to improper hindsight 

reconstruction and is prohibited. See In re Fine, 5 U.S.P.Q.2d 1596, 1600, 837 F.2d 

1071, 1075 (Fed.Cir. 1988). 

The Office has not provided any specific basis on which one of ordinary skill in 

the art would expect the particular cationic amphiphilic polymers of the claimed 

invention to be successfully combined with the oxidizing agent. The Office asserts that 

the disclosure teaches that the claimed polymers are interchangeable with those 

exemplified therein. (Office Action at p. 5.) However, as explained above, Cotteret 

merely teaches the claimed polymers as part of a much larger genus, not that the 

resulting composition will produce the same results as those exemplified. Without 

more, there is no expectation of success from the combination. 

Accordingly as Applicants have established that the Office failed to set forth a prima 

facie case of obviousness, the rejection under 35 U.S.C. § 103(a) over Cotteret is 

improper and should be withdrawn. 
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VI. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration of this application and the timely allowance of the pending 
claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our Deposit Account No. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: September 26, 2005 




Courtney BrMeeker 
Reg. No. 56,821 
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